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DETAILED ACTION 

1 . Applicant's response along with the Request for Continued Examination (RCE) 
filed on 09/30/2008 has been fully considered. Claims 1-20 are pending. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-3, 5, 7-12, 14 and 16-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kobayashi et al. (US 2002/0176970 A1), as evidenced by AEROSIL 
Datasheet (Internet Print out), in view Otani et al. (US 2001/0036552 Al ). 

4. Kobayashi teaches an ink jet recording sheet comprising a support, a colorant 
receiving layer applied on the support, and a boron compound applied onto the colorant 
receiving layer (abstract and [0090]). The boron compound meets the claimed 
treatment solution. The colorant receiving layer comprises a polyvinyl alcohol resin and 
a pigment containing a vapor phase process silica and a colloidal silica ([0068] and 
[0074]). The support is a resin coated paper [0174], wherein the coated resin meets the 
claimed undercoating layer. AEROSIL 300 is an example of the vapor phase process 
silica, and has a specific surface area of 300 nf/g, which is evidence by AEROSIL 
Datasheet. The amount of the vapor phase process silica is at least 50% by weight 
based on total pigment [0074]. The ratio of particles to binder is 1 .5/1 to 10/1 [0085]. 
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Kobayashi does not teach that the colloidal silica has the claimed particle size and 
shape. 

5. Otani teaches an ink jet recording material comprising a support and at least an 
outermost ink receiving layer having a binder and a pigment (abstract). The pigment 
can be colloidal silica having an average particle size of 30-500nm and a primary 
particle size of 5-60nm ([0018] and [0020], wherein the primary particles are linked up 
into chains to form a secondary particle (line 5 of [0020]). 

6. Kobayashi and Otani are analogous art because they are from the same field of 
endeavor that is the ink jet recording sheet art. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to combine the colloidal silica 
of Otani with the invention of Kobayashi in order to enhance ink absorbency and provide 
excellent color reproduction (see [0020] of Otani). 

7. With respect to the value of specular gloss and image clarity/transparency, the 
Office realizes that all of the claimed effects or physical properties are not positively 
stated by the reference(s). However, the reference(s) teaches all of the claimed 
ingredients. Therefore, the claimed effects and physical properties, i.e. the value of 
specular gloss and image clarity/transparency would implicitly be achieved by a 
composition with all the claimed ingredients. If it is the applicant's position that this 
would not be the case: (1) evidence would need to be provided to support the 
applicant's position; and (2) it would be the Office's position that the application contains 
inadequate disclosure that there is no teaching as to how to obtain the claimed 
properties with only the claimed ingredients. 
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8. With respect to the amount of colloidal silica based on the total particles, the 
experimental modification of this prior art in order to ascertain optimum operating 
conditions fails to render applicants' claims patentable in the absence of unexpected 
results. In re Alter, 105 USPQ 233. One of ordinary skill in the art would have been 
motivated to adjust the amount of colloidal silica in order to optimize ink receiving and 
printing properties of the layer. A prima facie case of obviousness may be rebutted, 
however, where the results of the optimizing variable, which is known to be result- 
effective, are unexpectedly good. In re Boesch and Slaney, 205 USPQ 215. 



9. Claims 4, 6, 13 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kobayashi et al. (US 2002/0176970 A1), as evidenced by AEROSIL 

Datasheet (Internet Print out), in view Otani et al. (US 2001/0036552 Al) as applied to 
claims 1 and 2 above, and further in view of (Mishima et al. (US 6,1 83,851 B1 ) and Urs 
(US 2004/0063844 Al). 

1 0. The combination of Kobayashi and Otani teach an ink jet recording medium as 
set forth above. Kobayashi teaches the colorant receiving layer further comprises 
electroconductive metal oxide particles and mat agents [0130]. 

1 1 . Claims 4 and 13: Kobayashi does not teach y-alumina as the electroconductive 
metal oxide particles. However, Mishima teaches an Inkjet image recording medium 
comprising a support and a coating layer on the support (abstract), wherein the coating 
layer comprises inorganic particles such as y-alumina (col. 8, lines 24-55). Kobayashi 
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and Mishima are analogous art because they are from the same field of endeavor that is 
the Inkjet recording medium art. At the time of the Invention It would have been 
obvious to a person of ordinary skill In the art to combine the y-alumlna particles of 
MIshlma with the Invention of KobayashI, and the motivation would be, as KobayashI 
suggests, for preventing the frictlonal electrification and the peeling electrification of the 
surface of the layer [0130]. 

12. Claims 6 and 15: KobayashI does not teach non-crystalline silica formed using a 
wet method as the mat agents. However, Urs teaches a coating composition 
comprising amorphous silica matting agent made according to "sol gel'Ywet process 
[0024]. KobayashI and Urs are analogous art because they are from similar problem 
solving area In relation to matt agents. At the time of the Invention It would have been 
obvious to a person of ordinary skill In the art to combine the silica matting agents of Urs 
with the invention of KobayashI, and the motivation would be, as KobayashI suggests, 
for reducing surface friction [0130]. 

1 3. Claims 1 , 3, 4, 6-1 3 and 1 5-20 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over MIshlma (US 6,183, 851 B1) In viewof OtanI et al. (US 
2001/0036552A1). 

14. MIshlma teaches an Inkjet Image recording medium comprising a support and a 
coating layer on the support (abstract). The coating layer comprises Inorganic particles 
such as amorphous silica, gamma alumna and colloidal silica, and the particles may be 
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used in combination (col. 8, lines 24-55). The support is a paper laminated with a 
polyolefin (col. 17, line 20), wherein the polyolefin meets the claimed undercoating 
layer. The coating layer further comprises a binder such as polyvinyl alcohol (col. 9, line 
66). The ratio of particles to binder is disclosed in col. 1 1 , line 48-62. Mishima does not 
teach the colloidal silica has the claimed particle size and shape. 

1 5. Otani teaches an ink jet recording material comprising a support and at least an 
outermost ink receiving layer having a binder and a pigment (abstract). The pigment 
can be colloidal silica having an average particle size of 30-500nm and a primary 
particle size of 5-60nm ([0018] and [0020]), wherein the primary particles are linked up 
into chains to form a secondary particle (line 5 of [0020]). 

1 6. Mishima and Otani are analogous art because they are from the same field of 
endeavor that is the ink jet recording sheet art. At the time of the invention, it would 

have been obvious to a person of ordinary skill in the art to combine the colloidal silica 
of Otani with the invention of Mishima in order to enhance ink absorbency and provide 
excellent color reproduction (see [0020] of Otani). 

1 7. With respect to the value of specular gloss and image clarity/transparency, the 
Office realizes that all of the claimed effects or physical properties are not positively 
stated by the reference(s). However, the reference(s) teaches all of the claimed 
ingredients. Therefore, the claimed effects and physical properties, i.e. the value of 
specular gloss and image clarity/transparency would implicitly be achieved by a 
composition with all the claimed ingredients. If it is the applicant's position that this 
would not be the case: (1 ) evidence would need to be provided to support the 
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applicant's position; and (2) it would be the Office's position that the application contains 
inadequate disclosure that there is no teaching as to how to obtain the claimed 
properties with only the claimed ingredients. 

1 8. With respect to the amount of colloidal silica based on the total particles, the 
experimental modification of this prior art in order to ascertain optimum operating 
conditions fails to render applicants' claims patentable in the absence of unexpected 
results. In re Aller, 105 USPQ 233. One of ordinary skill in the art would have been 
motivated to adjust the amount of colloidal silica in order to optimize ink receiving and 
printing properties of the layer. A prima facie case of obviousness may be rebutted, 
however, where the results of the optimizing variable, which is known to be result- 
effective, are unexpectedly good. In re Boesch and Slaney, 205 USPQ 215. 

Response to Arguments 

19. Applicant's argument is based on that the value of specular gloss is not "implicitly 
achieved" by the teachings of the art, and in particular by the Otani reference, and this 
is the exact point of the experimental evidence that the applicants have repeatedly 
pointed out to the examiner. This argument is not persuasive for the following reason. 
The Examiner has reviewed all examples in the current specification and all Tables. 
Experiment C-2, C-4 and C-13 do not provide experimental evidence because the 
shape of the particles is not peanut/chain. In experiment C-10, the secondary/primary 
particle size ratio is limited to 5.5-8.0, and even though the chain shape meets the 
claimed peanut shape, the secondary/primary particle size ratio of Otani is not limited to 
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5.5-8.0. The calculated secondary/primary particle size ratio of Otani includes values 
greater than 1 and less than or equal to 100, and this range includes the claimed range 
of 1 .5-3.0. In fact. Experiments 2, 18 and 19 provide experimental evidence that the 
claimed properties would be achieved by the combination of Mishima and Otani, and 
also by the combination of Kobayashi and Otani, and the reason would be the chain 
shape of Otani meets the peanut shape in the experiments , the primary diameter of 
Otani includes the primary diameter in the experiments, the secondary diameter of 
Otani includes the secondary diameter in the experiment, and the calculated 
secondary/primary particle diameter ratio of Otani includes the secondary/primary 
particle diameter ratio in the experiments. 

20. Furthermore, based on the claimed primary particle size and the claimed ratio of 
the secondary particle size to the primary particle size, the calculated secondary particle 
size of the claimed pigment/colloidal silica is 15-300nm. The secondary particle size of 
the equivalent pigment of Otani is 30-500nm, wherein this value overlaps with 
Applicant's calculated secondary particle size value. Thus, since the claimed primary 
particle size overlaps with Otani's primary particle size, and the Applicant's calculated 
secondary particle size overlaps with Otani's secondary particle size, It Is established 
that the claimed ratio of the secondary particle size to the primary particle size Is 
Included within the calculated ratio of the secondary particle size to the primary particle 
size of Otani, that is between 1 .0 and 1 00. It is also noted that an actual ratio of less 
than 1 is not attainable. 
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21 . Applicant further argued that within Otani's broad ranges, he does not recognize 
the shape of the colloidal silica as being result-effective. Otani does not recognize, 
within his broad ranges, that the ratio of secondary particle to primary particle diameter 
is result-effective. In fact, Otani makes no mention of this ratio at all; it is only with 
hindsight, with the benefit of applicants' disclosure, that one would look to derive this 
ratio from Otani's other teachings. It appears that this ratio had no significance 
whatseoever to Otani. This argument is not persuasive for the following reason. The 
Examiner did not try to show that the secondary/primary particle size ratio is 
optimizable. The calculated secondary/primary particle diameter ratio is taught by the 
reference of Otani (see paragraph 20). In paragraphs 8 and 18, the Examiner has 
shown that the amount of the colloidal silica is optimizable. Furthermore, the current 
specification does not show the criticality of the amount of the colloidal silica. 

22. For the above reasons claims 1 -20 stand rejected. 

Conclusion 

23. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Betelhem Shewareged whose telephone number is 
(571)272-1529. The examiner can normally be reached on Monday-Friday 9am-5pm. 

24. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on 571-272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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25. Information regarding the status of an application may be obtained from tiie 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Betelhem Shewareged/ 
Primary Examiner, Art Unit 1794 



